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DETAILED ACTION 

Claim Suggestions 

1 . In claim 1 , line 1 1 , Examiner suggests inserting -radially- after "projecting" for clarity. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3. Claims 9-15 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. Pat. No. 
4,558,975 to Hale. 

See the labeled reproduction of Figure 4 below. 
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For example, with respect to claim 9, it is noted that insert 1 14, corresponding to insert 
414 shown in the reproduction of Figure 4 above, is an "outer" (in this case, radially outer) insert 
of the drilling tool 1 10, as shown in Figure 1, see also col. 2, lines 64-65 which explicitly states 
"[T]he insert 414 shown in FIG. 4 is the outer insert of the drill". 

Note also that as claimed, the combination of 429 and 420 can be considered to form the 
"main cutting edge" of claim 9, extending between "first" and "second" corners as labeled 
above. Furthermore, cutting edge 428 constitutes the claimed "adjacent secondary cutting edge" 
which adjoins the "first insert corner" as claimed. Also, the "main cutting edge" 429+420 is 
"subdivided" in its longitudinal extent into a first section 420, which constitutes the claimed 
"rectilinear working section", and a second section 429, which constitutes the "adjoining 
rectilinear peeling section". 

While it is noted that the Applicant has asserted that Hale does not mention the term 
"peeling", and thus does not explicitly teach that edge 429 is used as "peeling" section, 
Examiner notes that Hale does describe the edge 429 as a cutting edge, and thus, the edge 429 is 
capable of performing the claimed function of "peeling", thus meeting the claim limitation. 

Regarding the claimed angle between the "peeling section" 429 and the "working 
section" 420, note that Hale explicitly teaches that corner 417 is "usually about 95 degrees" (see 
col. 3, lines 20-23), thus meeting the claim limitation. 

Re claim 10, it is noted that the corner 417 appears in at least Figure 4 to have be 
"rounded off convex convexly". 

Re claim 1 1, it is noted that in the region of the above-labeled "first insert corner", the 
"peeling section" 429 and the "adjacent secondary cutting edge" 428 enclose an angle of gamma, 
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which is preferably 160 degrees and can vary up to 170 degrees, thus meeting the claim language 
(see col. 3, lines 10-13). 

Similarly, re claim 12, note that the angle so labeled above can be considered the claimed 
sweepback angle, noting that 421 is a "central section" that extends up to the shown second 
insert corner, 421 adjoins the "rectilinear working section" 420 of the "main cutting edge" 
420+429, and that the "central section" 421 encloses a "sweepback angle" with the "working 
section" 420 and that again, Hale explicitly teaches a value between 160 and 170 degrees (col. 3, 
lines 10-13), thus meeting the claim language of claim 12. 

Re claim 13, note that the insert is indexable, and is arranged as claimed (see Figure 4 
and col. 4, lines 1-19, for example). 

Re claim 14, see Figure 4 and the angle that peeling section 429 makes with the vertical, 
for example. 

Re claim 15, note the two insert seats shown in Figure 1 for receiving inserts 1 14 and 
1 1 5, and also note that the front main cutting edge(s) of insert 1 15 are shown in Figure 1 
extending axially beyond the end face of the drill bit body, the front main cutting edge(s) of 
insert 1 14 are shown in Figure 2 as extending beyond the drill bit body, the radially outer insert 
1 14 projects radially outwardly beyond the drill body (Figure 1, col. 2, lines 41-59). 

With respect to claim 15, it is noted that cutting edges 420, 421 can be considered to form 
the peeling section and the radially inner working section, respectively, and that the cutting edge 
429 can be considered to form the "secondary cutting edge", for example. Note also that 
secondary cutting edge 429 is inclined in the length direction thereof as shown in Figure 4, for 
example. 
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Re the limitation regarding the "permitting of burr-free drilling", it is noted that this is 
considered to be an inherent property of the cutting tool according to Hale insofar as Hale's 
cutting tool has cutting edges of the claimed configuration, i.e., subdivided... etc. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

5. Claim 14 is alternatively rejected under 35 U.S.C. 103(a) as being unpatentable over U.S. 
Pat. No. 4,558,975 to Hale as applied above. 

Hale teaches all aspects of the presently-claimed invention as set forth above. 
Additionally, it is noted that as viewed in Figure 4, the angle that peeling section 429 makes with 
the vertical appears, as shown in Figure 4, to be within the claimed range of 72 to 87 degrees. 

However, Hale is silent as to the specific value of this angle or range of values for this 

angle. 

However, particularly since the shown angle appears to be well within the claimed range, 
it would have been obvious to one having ordinary skill in the art at the time the invention was 
made to have made that angle be within the claimed range of 72 to 87 degrees, particularly since 
it has been held that where the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. In re Aller, 
105 USPQ 233. 
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A llowable Subject Matter 

6. Claims 1-8 are allowed. 

7. The following is an examiner's statement of reasons for allowance of independent claim 
1: 

Re independent claim 1 and the Hale reference applied to claims 9-15 above, it is noted 
that claim 1 sets forth that the inserts project with their "front-end main cutting edges axially 
beyond the drill bit body. . .", and that the "front-end main cutting edge of the outer insert is 
subdivided in its longitudinal extend into a radially inner working section and a peeling section 
adjoining said working section on the outside and extending up to the outer insert corner, said 
working and peeling sections enclosing an angle of 95° to 110° with one another". Thus, the 
interpretation of the Hale reference set forth above cannot apply. 

Instead, relating claim 1 to the Hale reference, the front-end main cutting edges that 
extend axially beyond the drill bit body would be 420+421 (noting that cutting edges 429 and 
428 do not extend axially beyond the drill bit body). The angle (gamma) between the two 
sections 420 and 421 is described by Hale as being preferably 160 degrees and can vary up to 
170 degrees (see col. 3, lines 10-13). This is well outside the claimed range of 95 to 1 10 
degrees, and particularly since Hale teaches a specific range for this angle gamma, there is no 
teaching, suggestion, or reasonable motivation that would compel one having ordinary skill in 
the art to modify the teachings of the Hale reference such that the angle gamma is within the 
claimed range of 95 to 1 10 degrees. 
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The aforedescribed prior art being representative of the closest prior art of record to 
independent claim 1 , for at least the foregoing reasoning, the prior art of record neither 
anticipates nor renders obvious the present invention as set forth in independent claim 1 . 

Any comments considered necessary by applicant must be submitted no later than the 
payment of the issue fee and, to avoid processing delays, should preferably accompany the issue 
fee. Such submissions should be clearly labeled "Comments on Statement of Reasons for 
Allowance." 

8. Claims 16-20 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base claim 
and any intervening claims. 

Response to A rguments 

9. Applicant's arguments with respect to the previous prior art rejections of the claims have 
been considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

10. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Erica E. Cadugan whose telephone number is (571) 272-4474. 
The examiner can normally be reached on M-F, 6:30 a.m. to 4:00 p.m., alternate Fridays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica S. Carter can be reached on (571) 272-4475. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Erica E Cadugan 
Primary Examine! 
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